UNITED STATES DISTRICT COURT

DISTRICT OF MAINE

BANJO BUDDIES, INC.,
PLAINTIFF
Civil No. 01-131-B-H

V.

JOSEPH F. RENOSKY AND RENOSKY
LURES, INC.

N e N N N N N N N N

DEFENDANTS

ORDER ON PLAINTIFF’S MOTION FOR VOLUNTARY DISMISSAL
AND DEFENDANTS’ MOTION FOR ATTORNEY FEES

This is a lawsuit for patent infringement. Initially, | denied a temporary
restraining order to the plaintiff. When the defendants answered, they pleaded
five counterclaims asserting that the patents were invalid. After discovery and
failed settlement negotiations the plaintiff wants to dismiss its lawsuit without
prejudice, saying that the defendants have not sold enough of the offending
fishing lures to make the lawsuit economically worthwhile. The defendants say
that they join in the request for dismissal but want it to be with prejudice as to
the plaintiff and without prejudice as to the counterclaims and that they also
want approximately $90,000 in attorney fees. In the process of supporting
their request for attorney fees, the defendants make extensive arguments as to
why the patents are invalid (their counterclaim). In response, the plaintiff says

if that's the way it’s to be, it would rather try the case.



Fed. R. Civ. P. 41(a)(2) provides that when counterclaims are in a lawsuit
a plaintiff can dismiss over a defendant’'s objection only if the defendant’s
counterclaims can survive jurisdictionally. Neither party has addressed this
issue, and from the defendants’ joinder in the request for dismissal (albeit on
different terms and conditions), | treat it as being waived. Rule 41(d) also
provides for payment of costs as a condition to refiling a lawsuit that has
previously been dismissed without prejudice, but the defendants do not seek
their attorney fees under this provision.

I will either dismiss the lawsuit under Rule 41 or adjudicate it on the
merits (the case is scheduled for trial in March), not both, as seems to be
contemplated by the current motion practice requiring me to make judgments
concerning the patents’ validity. If | must rule and if | conclude that the case is
to be dismissed without prejudice, | expect to order payment of reasonable
attorney fees and costs—payable not at this time, but as a precondition to a
second lawsuit concerning these claims/counterclaims. | see no reason to
treat the parties differently if there is a dismissal. In other words, the fees
order will run against both sides of the dispute concerning their respective
claims. Likewise, if | must rule and if the dismissal is to be with prejudice, |
expect that it will be with prejudice on the counterclaims as well as on the
complaint.

The lawyers need to consult carefully with their clients over their goals

here. This is not a time for further posturing. In fact, the aborted settlement



should perhaps be reconsidered as an economical resolution rather than a trial
that apparently neither side wants.

The parties shall confer and notify the court of their positions by
February 14, 2002.

The defendants’ motion to exceed the page Ilimitation of their
memorandum supporting their opposition to the plaintiffs request for
voluntary dismissal is GRANTED.

SO ORDERED.

DATED THIS 31ST DAY OF JANUARY, 2002.

D. BROCK HORNBY
UNITED STATES CHIEF DISTRICT JUDGE
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