UNITED STATESDISTRICT COURT
DISTRICT OF MAINE

CECIL McBEE, )
)
Plaintiff )
)
V. ) Docket No. 02-198-P-C
)
DELICA CO,,LTD., )
)
Defendant )

MEMORANDUM DECISION ON MOTIONSIN LIMINE AND TO STRIKE AND
RECOMMENDED DECISION ON MOTIONS TO DISMISS AND FOR SUMMARY
JUDGMENT

Presently before the court areamotionin liminefiled by the defendant to exclude the testimony of
George Hughes;* three motions to strike filed by the plaintiff; the defendant’s motion to dismiss; and the
defendant’ s two motions for summary judgment. | will ded with the motion in limine and the motionsto
drike asthey become relevant to the substantive motions under consideration. | recommend that the court
grant the motion to dismissin part and grant one of the motions for summary judgment in part.

|. Motion to Dismiss
The defendant seeks dismissa of al claims asserted againgt it on the basis of an asserted lack of

subject-matter jurisdiction. Defendant’s Motion to Dismiss for Lack of Subject-Matter Jurisdiction

(“Motionto Dismiss’) (Docket No. 73) at 1. Dismissal isrequired, it contends, because the jurisdictiona

! The defendant has filed motionsin limine to exclude the testimony of seven individuals. Docket Nos. 60, 74-77,2-%3.1
address only those that concern testimony on which | rely in reaching my recommended decision with respect to the
motions for summary judgment.



prerequisites for a clam under the Lanham Act are not present, id.; the Lanham Act controls dl of the
clams asserted by the plaintiff, id. at 12-13; and any clams not controlled by the Lanham Act are“made
solely for the purpose of obtaining jurisdiction” and are “insubgtantid and frivolous” id. at 13-14. The
plaintiff responds that only Count | of his complaint can reasonably be construed to assert claims covered
by the Lanham Act, and that to the extent that the Lanham Act applies, his clams meet the jurisdictiond
prerequisites. Opposition to Motion to Dismiss for Lack of Subject Matter Jurisdiction (“DismisA
Opposition”) (Docket No. 110) at 1, 9-15.2

The parties rely on submissons outside the complaint in addressing thisissue. Accordingly, while
governed by Fed. R. Civ. P. 12(b)(1) asamotion addressng merely the sufficiency of thedlegationsof the
complaint would be, thismation, which controverts some of thefacts proffered by the plaintiff in support of
his jurisdictiond dlegations, “permits . . . differentid factfinding. Thus, the plaintiff’s jurisdictiona
averments are entitled to no presumptive weght; the court must addressthe meritsof thejurisdictiona cdlam
by resolving the factud disputes between the parties.” Valentin v. Hospital Bella Vista, 254 F.3d 358,
363 (1t Cir. 2001). No evidentiary hearing has been requested, and noneisrequired. Id. at 364.

The complaint aleges, in Count I, that the defendant hasengaged inunfair competitioninviolaion of
15 U.SC. 8§ 1125(a). Complaint, etc. (Docket No. 1) 1 20-23. In Count II, he dleges that the
defendant’ s use of his name condtitutes a fdse desgnation in violation of the same datute. 1d. 1 24-27.

Subsection ¢ of this gatute is invoked in Count VI, which dleges dilution “of the didinctive qudity of

% The plaintiff also asserts, in conclusory fashion, that the “jurisdictional facts’ concerning his Lanham Act claims are so
“intertwined” with the merits of those claims that the jurisdictional question may only be decided after trial. Dismissal
Opposition at 15-16. Specifically, the plaintiff contends that the “jurisdictional factsinvolving the scope of injunctive
relief” arethose that are so intertwined. 1d. at 15. However, the defendant seeks dismissal of the entire action, not merely
the plaintiff’s claimsfor injunctiverelief. In any event, the facts relevant to the defendant’ s jurisdictional argument may
be readily discerned from the submissions of the parties; there is no need to delay resolution of this issue until the
(continued on next page)



Aantffsname” 1d. 1 39-43. These arethe only references to the Lanham Act, 15 U.S.C. § 1051 et
seg., Beacon Mut. Ins. Co. v. Onebeacon Ins. Group,  F.3d__, 2004 WL 1562558 (1<t Cir. July 12,
2004), at *1, inthenine-count complaint.

In Seele v. Bulova Watch Co., 344 U.S. 280 (1952), the Supreme Court held that a federa
district court had jurisdiction to award relief to an American citizen againg acts of trademark infringement
and unfair competition “consummeated” in aforeign country by another American citizen. 344 U.S. at 281,
285. The Court noted that the question whether avalid foreign registration of the trademark in question
“would affect either the power to enjoin or the propriety of its exerciseisnot beforeus” 1d. at 289. In
dicta which the defendant finds sgnificant, the Court aso observed that it had “often stated thet the
legidation of Congress will not extend beyond the boundaries of the United States unless a contrary
legidativeintent appears.” 1d. at 285. The Court also recited the* expressed intent” of the Lanham Act “to
regulate commercewithin the control of Congress by making actionabl e the deceptive and mideading use of
marksin such commerce [and] to protect persons engaged in such commerce againgt unfair competition.”
Id. at 283.

The defendant dso reliesontheopinionin Vanity Fair Mills, Inc. v. T. Eaton Co., 234 F.2d 633
(2d Cir. 1956), in which the Second Circuit observed that the Supreme Court in Bulova

stressed three factors: (1) the defendant’s conduct had a substantia effect on
United States commerce; (2) the defendant was a United States citizen and the
United States has abroad power to regulate the conduct of its citizensinforeign
countries; and (3) there was no conflict with trademark rights established under

theforeign law, sincethe defendant’ s Mexican registration had been canceled by
proceedingsin Mexico.

expense of trial has been incurred.



234 F.2d at 642. The Vanity Fair plantiff sought an injunction from an American court againg the
defendant’ suse of atrademark in Canadathat wasidentica to thetrademark registered in the United States
by the plaintiff. 1d. at 638. The defendant had registered the trademark in Canada and was a Canadian
corporation. Id. a 637. The Second Circuit concluded “that the remedies provided by the Lanham Act . .
. should not be given an extraterritorid gpplication againg foreign citizens acting under presumably vdid
trade-marksin aforeign country.” 1d. at 643. The defendant correctly pointsout, Motionto Dismissat 8-
9, that other federa digtrict and circuit courts have adopted the Second Circuit’ sinterpretation of Bulova,
but the trestment of Vanity Fair by other federal courts has not been so uniform asthe defendant suggests:®

In addition, the plaintiff contends that the fact that it is his own name and “ persond’ that is at issue, rather
than atrademark registered in the United States, distinguishesthis casefrom most of the reported caselaw,
which dedls with sales of branded goods. Dismissal Opposition a 5-9.

For purposes of andyss, | assume the First Circuit would adopt the Vanity Fair court’s
interpretation of Bulova. That said, it isundisputed that the defendant isnot an American citizen. However,
the plaintiff does contend that he satisfies the remaining two factors. The status of the defendant’s
registrationof “ Cecil McBeg” asatrademark in Japan gpparently remains undetermined, athough asof the
moment it seemsthe matter has been decided againg the plaintiff by the Tokyo High Court. Declaration of
Akihiko Hara (attached to Plaintiff’sMoation . . . to Strike the Fourth Declaration of Akio Otsuka (Docket
No. 103)) 1 15-16. Remaining for resolution isthe plaintiff’ s goped of an order issued by the Japanese
Patent Office. Id. 117, 18-20. Theplantiff contendsthat hisclamsunder the Lanham Act do not conflict

with the proceeding in Japan in any event because that proceeding islimited to regigtration of hisnameasa

% There are no published decisions of the First Circuit dealing with extraterritorial application of the Lanham Act.



trademark whilewhat he clamsin thisaction istrademark dilution, misgppropriation and invason of hisright
to privacy. Dismissal Oppostion a 11. He provides no authority for his assertion that the Lanham Act
protects his right to privacy, and nore is gpparent from the language of the statute. 1 will accordingly not
congder this portion of his argument further. Findly, the plaintiff contends that only “some’ effect on
domestic commerce is required, rather than a “subgtantid” effect and that, in any event, injury to his
reputation condtitutes a substantia effect as a matter of law. Id. at 12-15.

To the extent that the plaintiff seeks injunctive rdief under the Lanham Act, “enjoining and
resraining Defendant . . . from directly or indirectly using the name CECIL McBEE or any other word
gmilar to Plantiff’ snamewhichislikely to cause confusion, mistake or to deceive;” to “order that all labels,
sgns, prints, packages, wrappers, receptacles and advertisements . . . bearing the mark CECIL McBEE
and dl plates, molds, matrices and other means of making the same, shdl be ddlivered up and destroyed;”
and “enjoining and restraining Defendant . . . from. . . directly or indirectly using the name CECIL McBEE
or any other word Smilar to Plaintiff’ snamewhichislikdy to cause confuson,” Complaint a 10, the relief
sought would bein conflict with the defendant’ strademark rights under Japanese law, asit currently stands.

This action cannot be held in abeyance until the Japanese Patent Office rules on the plaintiff’s pending
gpped, even assuming that such aruling would be the end of the legd proceedings available to the plaintiff
under Japanese law. While some courts have suggested that al three of theVanity Fair factorsneed not be
satisfied in order for aplaintiff to proceed under the Lanham Act, see, e.g., Libbey Glass, Inc. v. Oneida
Ltd., 61 F.Supp.2d 720, 723 (N.D. Ohio 1999) (court must weigh each Vanity Fair factor againgt the
others, presence or absence of any one factor not dispositive), fallureto satisfy two of thethreeissufficient
to deprive the United States courts of subject-matter jurisdiction. It isnot necessary to consider thethird

Vanity Fair factor (lack of conflict with foreign law) with respect to the dlams for injunctive rdief. With



oneexception, the plaintiff’ sonly argument that Vanity Fair’ sfactorsdo not apply islimited to relief thet he
seeks other than injunctive relief. Dismissd Oppodition a 5-9. With respect to the requestsfor injunctive
relief quoted above, therefore, the defendant’ s motion should be granted.

The one exception is the plantiff’s argument that his daim for “violaion of hisright of publicity”
under the Lanham Act entitleshim to injunctiverelief because Japaneselaw aso recognizessuch aright. 1d.
at 8-9. The defendant does not respond to this argument. “[T]heright of publicity flowsfromtheright to
privacy, which is a cregture of state law,” not the Lanham Act. Alvarez Guedes v. Marcano Martinez,
131 F.Supp.2d 272, 278 (D. P.R. 2001). Accord, American Econ. Ins. Co. v. Reboans, Inc., 852 F.
Supp. 875, 880 (N.D. Cal. 1994). The Lanham Act does not protect the “right of publicity,” but its
protection of individuas againg “fdse endorsement” clams has been andogized to such dams. ETW
Corp. v. Jireh Publ’g, Inc., 332 F.3d 915, 924 (6th Cir. 2003). “False endorsement occurs when a
cdebrity’ sidentity is connected with a product or service in such away that consumers are likdly to be
mided about the celebrity’ s sponsorship or approva of the product or service.” 1d. at 925-26. Seealso
White v. Samsung Elecs. Am,, Inc., 989 F.2d 1512, 1515n.17 (9th Cir. 1993) (Kozinski, J., dissenting
from denid of rehearing en banc) (“Theright of publicity isn't amed a or limited to fa se endorsements. . .;
that's what the Lanham Act is for.”). None of the authority cited by the plaintiff differentiates afdse
endorsement clam from other clams under the Lanham Act for purposes of the availability of injunctive
relief agang aforeign defendant that holds theright to the trademark at issue under that nation’ slaw. The
defendant is entitled to dismissd of any clamsfor injunctive relief under the Lanham Act that are based on
aleged fdse endorsement as well.

The potentid for conflict with Japanese law is not present as to the plantiff’ sclamsfor damages,

making it necessary to consder the e ement of effect on commercein the United States. | find persuasvethe



caselaw that holdsthat the effect on commerce sufficient to support subject- matter jurisdiction need not be
subgtantia. American Rice, Inc. v. Arkansas Rice Growers Coop. Ass' n, 701 F.2d 408, 414 n.8 (5th
Cir. 1983); Sar-Kist Foods, Inc. v. P.J. Rhodes & Co., 769 F.2d 1393, 1395 (9th Cir. 1985).* The
caselaw dso supportsthe plaintiff’ sassertion that an injury to reputation may conditute asufficient effect on
domesticcommerce. Steele, 344 U.S. at 286; Libbey Glass, 61 F.Supp.2d at 723; Warnaco Inc. v. VF

Corp., 844 F. Supp. 940, 951 (S.D.N.Y. 1994). The defendant scoffs at the plaintiff’'s dam tha his
reputation has been injured, asserting that “ proof of [impact onUnited Statescommerce] isentirdy lacking,”

Reply in Support of Defendant’s Motion to Dismiss for Lack of Subject-Matter Jurisdiction (“Dismissal

Reply”) (Docket No. 119) at 3, an argument perhaps better suited to the summary judgment context, and
that the plaintiff “can point to no actud (as opposed to speculative) impact on hisreputation, anywhere,” id.
at 4. However, the plaintiff has provided some evidence of such animpact. Dismissad Opposition a 13.
Whether that evidence will be sufficient to result in an award of damagesisnot relevant to congderation of a
motion to dismiss. Faserepresentationsinvolving aperson’ sname by their nature can be damaging to that
person’ sreputation and under the circumstances of this case the potentia injury to the plaintiff’ sreputeation
establishes sufficient effect on domestic commerce to sustain subject- matter jurisdiction over those of the
plantiff’ scamsfor damagesthat do not seek injunctiverdief of the kindthat would interferewith Japanese
soveragnty. See King v. Allied Vision, Ltd., 807 F. Supp. 300, 306-07 (S.D.N.Y.), rev'd in parton
other grounds sub nom. King v. Innovation Books 976 F.2d 824, 833 (2d Cir. 1992). Theplantiff has

a0 provided evidence that the defendant’ salegedly infringing products are making their way into domestic

* The defendant’ s contention that the First Circuit hasin effect adopted the “ substantial impact” test for purposes of the
Lanham Act by its decision in United States v. Nippon Paper Indus. Co., 109 F.3d 1, 9 (1st Cir.1997), acriminal case
arising under federal antitrust statutes, is not persuasive. Thetest for exercise of extraterritorial subject-metter juisicion
in civil actions under the antitrust laws differs significantly from the Vanity Fair test. See, e.g., Winterland Concessions
(continued on next page)



commerce and that the defendant offersthe productsfor sde on an Internet website available throughout the
world. Dismissal Opposition a 12-14. Animpact on domestic American commerce must reasonably be
expected under these circumstancesin today’ s globa economy.

The overal question nonetheless remains a close one because the defendant is a Japanese
corporation. However, given the fact that the other two Vanity Fair factors favor the exercise of this
court’ sjurisdiction over the defendant insofar asthe Lanham Act claims seek other thaninjunctive rdlief that
would conflict with Japanese law, | conclude on baance that that portion of Counts I-111 should not be
dismissed.

[I. Motionsfor Summary Judgment
A. Summary Judgment Standard

Summary judgment is appropriate only if the record shows “that there is no genuine issue asto any
materid fact and that the moving party isentitled to ajudgment asamatter of law.” Fed. R. Civ. P. 56(c).
“Inthisregard, ‘materid’ means that a contested fact has the potentia to change the outcome of the suit
under the governing law if the dispute over it is resolved favoradly to the nonmovant. By like token,
‘genuineé meansthat ‘the evidence about thefact issuch that areasonable jury could resolve the point in
favor of thenonmoving party.”” Navarrov. Pfizer Corp., 261 F.3d 90, 93-94 (1st Cir. 2001) (quoting
McCarthy v. Northwest Airlines, Inc., 56 F.3d 313, 315 (1st Cir. 1995)). The party moving for
summary judgment must demonstrate an absence of evidence to support the nonmoving party’s case.
Celotex Corp. v. Catrett, 477 U.S. 317, 325 (1986). In determining whether this burden ismet, the court

must view the record in the light most favorableto the nonmoving party and givethat party the benefit of dl

Co. v. Fenton, 835 F. Supp. 529, 531 (N.D. Cal. 1993).



reasonable inferencesin itsfavor. Nicolo v. Philip Morris, Inc., 201 F.3d 29, 33 (1st Cir. 2000). Once
the moving party has made apreliminary showing that no genuineissue of materid fact exigs, the nonmovant
must “produce specific facts, in suitable evidentiary form, to establish the presence of atridworthy issue.”
Triangle Trading Co. v. Robroy Indus., Inc., 200 F.3d 1, 2 (1t Cir. 1999) (citation and internal
punctuation omitted); Fed. R. Civ. P. 56(¢). “Asto any essentid factud eement of its claim on which the
nonmovant would bear the burden of proof at trid, its falure to come forward with sufficient evidence to
generate atridworthy issue warrants summary judgment to themoving party.” Inre Spigel, 260 F.3d 27,
31 (1t Cir. 2001) (citation and internd punctuation omitted).
B. Factual Background

The defendant has filed motions for summary judgment on the grounds of res judicata and
collateral estoppd and on the merits. Defendant’s Motion for Summary Judgment on Res Judicata and
Collateral Estoppe (“First Summary Judgment Motion”) (Docket No. 78); Defendant’s Motion for
Summary Judgment on the Merits (“Second Summary Judgment Motion”) (Docket No. 80). The
undisputed materid facts relevant to both of these motions are presented here. With its first summary
judgment motion the defendant filed a document entitled Locd Rule 56 Statement of Materid Factsin
Support of Defendant’s Motion for Summary Judgment Based on Lack of Subject-Matter Jurisdiction.
Docket No. 79. The defendant filed its motion to dismiss for lack of subject-matter jurisdiction (Docket
No. 73), discussed above, on the same day as the two motions for summary judgment. The title of the
statement of materid facts wasin error; no such statement was required or considered in connection with
themotion to dismiss. On thefollowing day, counsd for the defendant filed a document entitled Amended
Loca Rule 56 Statement of Materid Factsin Support of Defendant’ s Motion for Summary Judgment on

Res Judicataand/or Collateral Estoppel (“ Defendant’ sFirst SMF”) (Docket No. 94), whichisidentical to



Docket Number 79 except for itstitle. | will refer to the second document throughout this recommended
decison. The plaintiff has filed a motion to strike the first document “[i]n order that the record not be
confused.” Motion to Strike Defendant’s Local Rule 56 Statement of Materiad Facts in Support of
Defendant’ sMotion for Summary Judgment on Subject Matter Jurisdiction (Docket No. 104). That motion
is granted.

The plaintiff, ajazz bassg, livesin Maineand New York. Defendant’s First SMF [ 1, Plantiff's
Oppostion to Defendant’s Amended Locd Rule 56 Statement of Materid Facts, etc. (“Plaintiff’sFirst
Responsive SMF’) (Docket No. 108) 1 1. The defendant is a Japanese corporation a portion of whose
business involves sdling women's clothing and accessories. 1d. 2. The defendant has used the name
Cecil McBee to market aline of clothing to young women since 1984. Id. 1 3. The defendant operates
gpproximately 35 Cecil McBee retail stores throughout Japan. 1d. 4. The plantiff fird learned of the
defendant’s Cecil McBee line when he saw a Cecil McBee storein Jgpan. Id. 5.

Theplaintiff’ sattorney sent aletter to the defendant in January 1996 demanding that it sop using his
name. Id. 7. The defendant registered trademark #1948509, congsting of the Katakana letters for
“Seshiru Makubii,” on October 23, 1984 for clothing and related products. 1d. 9. On October 1, 1996
the defendant applied to the Japan Patent Office (“JPO”) for registration of amark conssting of the roman
typefaceletters” CECIL McBEE” and the katakanaletters* seshiru makubii” written horizontally undernegth
theroman letters. I1d. 110. On April 17, 1998 the JPO issued trademark #4136718 for this Cecil McBee
trademark for clothing and related accessories. 1d. §11.

Under Japanese trademark law, there are two ways in which an individual may protect his or her
name from unauthorized use by another: (i) aperson may protect hisfull name, regardiess of whether or not

he isfamous, and (ii) a person may protect an abbreviated name if the person has achieved widespread

10



fame in Japan under the abbreviated name. 1d. {1 12. Any person related to aregistered trademark may
demand aprocedure with the JPO to invdidate or nullify atrademark regigration. I1d. 113. Inearly 2002,
the plaintiff sought nullification of the defendant’ s trademark #4136718 through such proceedings. 1d. In
support of hisclam beforethe JPO, the plaintiff dleged that because hewasan “internationdly famousjazz
musician,” the defendant intentiondly and mdicioudy registered amark that isidentica to hisname. Id.
17. On February 19, 2002 the JPO nullified the defendant’s trademark #4136718, finding that the
plantiff’s full name was Cecil McBee and therefore granted protection of that name. 1d. {18. The
defendant gppeded the decision of the JPO to the Tokyo High Court. 1d. §20. On December 26, 2002
the Tokyo High Court vacated the JPO’ s nullification of the defendant’ strademark #4136718, holding thet
the JPO had found incorrectly that the plaintiff’s full name was “Cecil McBee” 1d. 1 22-23. The
plantiff’sfull nameis“Cecil LeRoy McBee” Id. 125. Theplaintiff filed an apped to the Japan Supreme
Court of the Tokyo High Court decison. 1d. §27. The Jgpan Supreme Court dismissed the gppeal without
ord argument on July 11, 2003. 1d.  29.

On October 8, 2003 the JPO issued afind ruling invaidating its February 19, 2002 ruling which
nullified the defendant’ s trademark registration #4136718. Supplementa Statement of Materid Factsin
Support of Defendant’s motion for Summary Judgment Based on Res Judicata and Collatera Estoppel
(“Supplementad Statement”) (Docket No. 96) 1 1; Pantiff’s Oppostion to Defendant’s Supplementd

Statement of Materia Facts, etc. (“ Plaintiff’ s Responsive Supplementa SMF’) (Docket No. 109) §1.°

® The plaintiff filed amotion to strike the Fourth Declaration of Akio Otsuka (attached to the Supplemental Statement) on
the groundsthat it includes factual misstatements. Plaintiff’sMation . . . to Strike the Fourth Declaration of Akio Otsuka
(Docket No. 103) at 1-3. The defendant has adequately explained the circumstances giving rise to the misstatementsin
Otsuka's affidavit, Defendant’ s Objection to Plaintiffs [sic] Motion to Strike the Fourth Declaration of Akio Otsuka
(Docket No. 129) at 34, and with the corrected record properly before the court, Plaintiff’s Additional Statement of
Materia Fact (“Plaintiff’s Supplemental SMF”) (included in Plaintiff’ s Responsive Supplemental SMF beginning at p. 2)
(continued on next page)
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The second ruling by the JPO was gpped ed by the plaintiff to the Tokyo High Court on February 12, 2004.

Faintiff’s Supplemental SMF [ 8; Defendant’ s Supplementd Reply SMF 8. Thefirst hearing for the
appeal before the Tokyo High Court washeld on March 22, 2004 and a second hearing was scheduled for
April 21, 2004. 1d. 11.

The action filed by the plaintiff in Jgpan seeks only to invalidate the defendant’s trademark
registration #4136718. Plaintiff’s Additional Statement of Materid Fact in Oppostion to Defendant’s
Amended Loca Rule 56 Statement of Materid Facts in Support of Defendant’s Motion for Summary
Judgment on Res Judicataand/or Collaterd Estoppel (“Plantiff’ sFrst SMF’) (included in Plaintiff’s First
Responsive SMF, beginning at p. 5) 1 32; Defendant’ s Reply Statement of Materid Factsin Support of Its
Motion for Summary Judgment on Res Judicata and Collatera Estoppel (Docket No. 121) 132. It does
not seek damages or other remedies from the defendant. 1d.

The defendant does not use the plantiff's likeness in its advertisng or on its webgte,
cecilmcbee.com, which it openedin April 2000. Loca Rule 56 Statement of Materia Factsin Support of
Defendant’ sMotion for Summary Judgment on the Merits (* Defendant’ s Second SMF’) (Docket No. 81)
111 5, 10; Plantiff’s Opposition to Defendant’s Loca Rule 56 Statement of Materid Factsin Support of
Motion for Summary Judgment on the Merits (“Plaintiff’ s Second Responsve SMF’) (Docket No. 106) 1
5, 10. Itamsitsgoods a young women. Id. 8. Theplantiff hastoured Japan on numerous occasions.
Id. 122. Theplantiff, whose useof hisnamein advertisngisaways connected with hisjazz music, isnotin
competition with the defendant. Id. 1 18, 20. The plantiff had no rdationship whatsoever with the

defendant prior to or a the time of the defendant’s adoption of the trade name * Cecil McBee.” Id. §29.

11 89; Defendant’s Reply to Plaintiff’s Opposition to Defendant’s Supplemental Statement of Material Facts, etc.
(continued on next page)
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He did not authorize the defendant to use his name for any purpose. Plaintiff’s Additiona Statement of
Materid Facts in Oppostion to Defendant’s Mation for Summary Judgment on the Merits (“Plantiff’s
Second SMF’) (included in Plaintiff’ s Second Responsive SMF, beginning at p. 7) 1143; Locd Rule 56(d)
Reply Statement of Materid Factsin Support of Defendant’ sMotion for Summary Judgment on the Merits
(“Defendant’ s Second Responsive SMF”) (Docket No. 124) 1 43.

The cecilmcbee.com website uses both Japanese and English. 1d. 144. Thewords*“romantic” and
“bohemian” appear in the web magazine on the web site. 1d. 1145. Peoplewhom the plaintiff knows have
believed that he had some type of business rdationship to the defendant’ sstores. 1d. 155. The defendant
maintains asitslogo the name Cecil McBeein atype face which isvirtudly identicd to the type face from
the plaintiff’s “ Alternate Spaces’ abum published in 1979. 1d. § 100.

The plaintiff began touring as ajazz musician in Japan with Chico Freeman and later with Joanne
Brackeen in 1983 to 1984. Id. 62. He has performed in the cities of Tokyo, Y okohama, Osaka,
Sapporo, Kyoto, Kushrio, Ishikawgima and Okinawa, a the Mount Fuji Jazz Festivals and with noted
Japanese pianist Y osuke Y amashita. 1d.

Stanley Crouch, a noted jazz critic and author, is of the opinion thet the plaintiff is regarded as
probably one of the five best bass playersin New York and New Y ork means theworld. 1d. §73.

C. Discussion
1. First Summary Judgment Motion. The defendant contendsthat al of the plaintiff’sclamsare barred
by the doctrines of res judicata and collatera estoppd. First Summary Judgment Motion at 1. In the

dterndive, it seeks summary judgment “asto dl sales of Cecil McBee goods made outside of the United

(“Defendant’ s Supplemental Reply SMF”) (Docket No. 122) 11 8-9, there is no need to strike Otsuka' s Fourth Declaration
(continued on next page)
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States.” 1d. Thedefendant’ sargument isbased on thelitigation in Jgpan inwhich the plaintiff chalenged the
defendant’ s regigtration of the Cecil McBee trademark. 1d. at 4.
Under the federd law of resjudicata, afind judgment on the merits of an
action precludes the parties or their privies from rditigating dams that were
raised or could have been raised in that action. . . .
This Court has articulated a three- part test to determine whether resjudicata
precludeslitigation of aparty’ sclams. For aclamto be precluded, thefollowing
elements must be present: 1) afind judgment on the meritsin an earlier aut; 2)
aufficient identicaity between the causes of action asserted inthe earlier and later
auits; and 3) sufficient identicaity between the parties in the two suits.
Apparel Art Int’'l, Inc. v. Amertex Enters. Ltd., 48 F.3d 576, 583 (1<t Cir. 1995) (citations omitted).
Thereis no question here that the parties are the same in thislitigation and in the litigation in Japan. The
dispute focuses on the first two eements of the test.

With respect to the first lement, the plaintiff contendsthet thelitigation in Japan has not reached a
fina judgment, because his gpped of the second decison of the JPO is Hill pending. Paintiff Cedil
McBee' s Opposition to Defendant’s Motion for Summary Judgment on Res Judicata and Collatera
Estoppd (“First Oppostion”) (Docket No. 107) at 6-7. A judgment of the Japanese courts may provide
thebasisfor issueor clam preclusonin thiscountry’ sfedera courts. E.g., Pony Express Records, Inc. v.
Soringsteen, 163 F.Supp.2d 465, 471-73 (D.N.J. 2001). “[A] federd court judgment has res judicata
effect assoon asit isissued notwithstanding the possibility or even pendency of an gpped.” Washingtonv.
Sate Street Bank & Trust Co., 14 Fed Appx.12, 2001 WL 812315 (1st Cir. July 19, 2001), at * 16,

**2. No reason to treat aforeign judgment differently is gpparent, or even suggested by the plaintiff, who

chose to bring this action while the litigation in Japan was il pending. The first dement is established.

and no reason to award the sanctions requested by the plaintiff. The motion to strike is denied.
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With respect to the second eement, a*“cause of action . . . isatransaction that isidentified by a
common nucleus of operative facts” Apparel Art, 48 F.3d at 583. “Only if theactions factud basesare
the samewill [the] clamsbebarred by resjudicata” 1d. at 584. A trademark registration proceeding and
atrademark infringement proceeding are not the same for purposes of clam precluson. Tonka Corp. v.
Rose Art Indus.,, Inc., 836 F. Supp. 200, 213 (D.N.J. 1993). There does not seem to be any disputein
this case about the fact that the Japanese litigation concerns only the regigtration of the trademark. The
defendant does not attempt to show that the plaintiff could have brought his clamsfor unfair competition,
fa se endorsement or designation, invasion of privacy, violation of common-law right of publicity, trademark
dilution, unjust enrichment and violation of Maine statutes, Complaint 1Y 20-45, in the proceeding beforethe
JPO and the courts of Japan. The defendant’ s assertion, unsupported by citation to authority, that “[s|uch
dams. . . haveno bassif the plantiff has no right to exclusve use of the name * Cecil McBeg' in Jgpan,”
Defendant’ sReply to Plaintiff’ s Oppogition to Defendant’ sMation for Summary Judgment on Res Judicata
and Collateral Estoppel (Docket No. 120) at 2, is untenable under Tonka. Seealso Jet, Inc. v. Sewage
Aeration Sys., 223 F.3d 1360, 1363 (Fed. Cir. 2000). The plantiff’'s dams are more didtinct from a
dispute over regigtration of atrademark thanisaclam for infringement of that trademark. Thisconcluson
means that the defendant’ s dternate argument, thet the plaintiff’s daims must be limited to sdes of the
defendant’ s products in the United States, must dso fall.

To the extent that the defendant’ s invocation of the doctrine of collateral estoppel, Firs Summary
Judgment Motion at 9-13, may be differentiated from the preceding discussion of resjudicata, it faresno
better. 1t may well be, as the defendant asserts, id. at 10, that some of the facts found by the Japanese
courts will dso be at issuein thisproceeding. However, it doesnot follow from that assertion that any one

of the plaintiff’s damsin this action has been resolved in the litigation in Jgpan. “Collatera estoppd . . .
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preventsreitigation of anissue which dready hasbeenlitigated and decided in apreviouscase.” Robinson
v. Globe Newspaper Co., 26 F.Supp.2d 195, 199 (D. Me. 1998).

The federa doctrine of collatera estoppel precludes a party from relitigating

anissueif:

1) the party had a“full and fair opportunity to litigete’ the issuein an earlier

action, and

2) the issue was findly decided in that action, and

3) the issue was decided againgt that party, and

4) determination of the issue was essentid to the earlier judgment.
Id. (citation omitted). Here, none of the plaintiff’ s clams, enumerated above, required determination in a
proceeding concerning the defendant’ s entitlement to register the plaintiff’s name as its trademark. The
defendant, who bears the burden of proof on thisquestion, has made no showing that theissues presented
by the plaintiff’s claims, as opposed to some of the basic underlying facts, were actualy decided, let done
litigated, in the proceedingsin Japan. See also Computer Assocs. Int’l, Inc. v. Altai, Inc., 126 F.3d 365,
371 (2d Cir. 1997) (issuesinforeign litigation and domestic litigation not identica for purposesof collatera
estoppd when lega sandards governing their resolution are sgnificantly different).

The defendant is not entitled to summary judgment on the basis of res judicata or collatera
estoppd.
2. Second Summary Judgment Motion. The defendant bringsits second summary judgment motion “on
the merits,” raisng arguments specific to each count in the plaintiff’ scomplaint. Evauetion of itscontentions
ismade more difficult by thefailure of its memorandum of law to identify the count or countsto which each
of its arguments pertans.
a. Countsl, Il and V

The defendant first arguesthat the plaintiff cannot demongiratethelikelihood of confusionnecessary

to support his clams of unfair competition, fase desgnation and unfair business practices, an apparent
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reference to Counts 1, |1 and V.° Second Summary Judgment Motionat 5-10. It begins, id. at 5, with the
proposition that under section 43(a) of the Lanham Act (15 U.S.C. § 1125(a)), the section invoked in
Counts | and Il, Complaint [ 22, 27, “aplantiff need only show tha a likdihood of confusonisin
prospect; a showing of actud confusion is not required, ” Societé des Produits Nestle, SA. v. Casa
Helvetia, Inc., 982 F.2d 633, 640 (1st Cir. 1992). That case, however, and dl of the First Circuit case
law cited by the defendant, involved two competing products. That isnot thestuationhere. The defendant
criticizesthe plantiff for “not even attempt[ing] to address the eight- prong test for likelihood of confusion
used by the First Circuit,” Reply in Support of Defendant’s Motion for Summary Judgment on the Merits
(“Summary Judgment Reply”) (Docket No. 123) at 3, set forthinl.P. Lund Trading ApSv. Kohler Co.,
163 F.3d 27,43 (1« Cir. 1998). That trademark infringement caseinvolved two competing water faucets.
Id. a 32. “[T]he scope of § 43(a) extends beyond disputes between producers of commercia products
and their competitors. It dso permits celebrities to vindicate property rights in their identities against
dlegedly mideading commercid use by others” Parksv. LaFace Records, 329 F.3d 437, 445 (6th Cir.
2003). That isthe nature of the plaintiff’ sclamsin thiscase. Complaint 11, 8-27, 36. Hehascited case

law involving Smilar dlams, rather than accepting the defendant’ sattempt to force hisdamsinto the mold of

® With respect to Count V of the complaint, which invokes only Maine law, Complaint ff 35-36, the defendant’s
memorandum makes only a glancing reference to the relevant Maine statute, Second Summary Judgment Motion at 5-6.
The only authority cited by the defendant in support of its mention of the state-law claim, Town & Country Motors, Inc.
v. Bill Dodge Auto. Group, Inc., 115 F.Supp.2d 31, 33 (D. Me. 2000), makes clear that claims under the state statute and the
Lanham Act are subject to different legal standards. The defendant makes no attempt to show that case law discussing
“confusion” under the Lanham Act is necessarily applicable aswell to “ confusion” under the state statute. The court will

not make that leap of logic without some suggestion of abasisfor doing so. The defendant accordingly isnot entitled to
summary judgment on Count V on the showing made. Even if the defendant’ s necessarily-implied premise — that the
proof of confusion required on the plaintiff’s Lanham Act claimsis also required on his state-law daim st forthin Count
V — were shown to be valid, my analysis of that issue with respect to the Lanham Act claims would mean that the
defendant’ s motion for summary judgment on Count V on that basis would fail aswell.
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competing-products caselaw. Thefact that the First Circuit apparently has not addressed damslikethose
asserted by the plaintiff makes resort to case law from other circuits necessary.
In order to prevail on afase advertisng clam under § 43(a), acelebrity must

show that use of hisor her nameislikedy to cause confuson among consumersas

to the affiliation, connection, or association between the celebrity and the

defendant’ s goods or services or asto the celebrity’ s participation in the origin,

sponsorship, or agpprova of the defendant’s goods or services. Consumer

confusion occurs when consumers believe that the products or services offered

by the parties are effiliated in some way.
Parks, 329 F.3d at 445-46 (citationsand internd punctuation omitted). Thus, contrary to the defendant’s
assertion, Second Summary Judgment Motion at 10, thecritica questioninthiscaseisnot whether thereis
aufficient amilarity between the defendant’s products and the plaintiff’s records to cause consumer
confusion, aswasthe casein Hasbro, Inc. v. Clue Computing, Inc., 232 F.3d 1, 2 (1st Cir. 2000). The
appropriatetest for likelihood of confusion when an avowed celebrity” bringsan action under section 43(a)
is more likely to be that set forth by the Sixth Circuit in Parks or that gpplied by the Ninth Circuit in
Downing v. Abercrombie & Fitch, 265 F.3d 994, 1007-08 (9th Cir. 2001). BecausetheParkscourt’s
andysisiscdosdy intertwined with an asserted Firs Amendment defense, 329 F.3d at 447-59, afactor not
present in the instant case, | find the approach of the Downing court to be more hdpful here.

The factorsin the Ninth Circuit test are:

1. thelevd of recognition that the plaintiff has among the segment of the society

for whom the defendant’ s product is intended;

2. the relatedness of the fame or success of the plaintiff to the defendant’s

product;

3. the amilarity of the likeness used by the defendant to the actud plaintiff;

4. evidence of actud confusion;
5. marketing channd's used;

" The defendant does not appear to contend that the plaintiff is not a celebrity for purposes of his claimsunder the
Lanham Act. Summary Judgment Reply at 3 n.2.
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6. likely degree of purchaser care;

7. defendant’ sintent on selecting the plaintiff; and

8. likeihood of expansion of the product lines®
Downing, 265 F.3d at 1007-08. The Ninth Circuit also notes that the factors are not necessarily dl of
equa importance and that al of the factors do not necessarily apply to every case. Id. at 1008.
“[Slummary judgment is inappropriate when ajury could reasonably conclude that thereisalikelihood of
confuson.” 1d.

The plaintiff focuses on the saventh and eight factors. Opposition to Defendant’s Motion for
Summary Judgment on the Merits (“Second Opposition’) (Docket No. 105) at 12-13. Theonly evidence
inthe summary judgment record on the eighth factor favorsthe plaintiff. Plaintiff’ s Second SMF 11{] 38-39;
Defendant’ s Second Responsive SMF 1111 38-39. The evidence on the seventh factor is disputed. The
plantiff contends that the mere fact that the defendant chose his name is sufficient evidence of intent.
Second Oppodition a 12. The case law that he cites does not support so sweeping a proposition.
However, he has also submitted evidence that would alow a reasonable factfinder to conclude that the
defendant intentionally adopted hisname, e.g., Plaintiff’ s Second SMF 1146-47,101;° Defendant' s Second
Responsive SMF 1 46-47, 101, Defendant’ sFirst SMF 11 9- 10; Haintiff’ sFirst Responsive SMF 11 6,

9-10, if the defendant’ s contrary evidence, Defendant’ sFirst SMF 11 6-7; Flantiff’ sHrs Respondgve SMF

& Contrary to the defendant’s assumption, Summary Judgment Reply at 3 n.2, it is the likelihood of expansion of the
defendant’ s product line, not of the plaintiff’s“product line,” that is the subject of this factor, Downing, 266F.3da 1008-
09. The defendant also misunderstands the reference to marketing channelsin the Downing test. The question is not
whether the marketing channels used by the plaintiff and the defendant are different, Summary Judgment Reply a 3n.2,
but rather in what marketing channel or channels the likelihood of confusion arises, 265 F.3d at 1008. In this case, the
relevant marketing channelsinclude the internet. Plaintiff’s Second SMF {41; Defendant’ s Second Responsive SMF{|
41.

° The defendant objects to this paragraph of the plaintiff’ s statement of material facts claiming that the statement is based
on testimony that is “ mere speculation, so inadmissible.” Defendant’s Second Responsive SMF {101. However, the
plaintiff’s deposition testimony that is cited in support of this paragraph of his statement of material facts does provide
sufficient basis for his conclusion to take it out of the realm of speculation. Deposition of Cecil L. McBee (Exh. 1to
(continued on next page)
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11 6-7, Defendant’s Second SMF 11 9, 13-14; Faintiff’s Second SMF 119, 13-14, werergected. See
also Sern’'sMiracle-Gro Prods,, Inc. v. Shark Prods., Inc., 823 F. Supp. 1077, 1088 (S.D.N.Y.1993)
(fact that defendant continued to use name after plaintiff objected evidence of intent); see Defendant’ s First
SMF 11 7, 10; Paintiff’s First Responsve SMF {1 7, 10; Faintiff’s Second SMF { 106; Defendant’s
Second Responsive SMF ] 106.

With respect to the third factor, the defendant asserts that “there is no reference to jazz music and
no picture of plantiff used by Dedlica in any way” and that “the only smilarity between plantiff and
defendant’ smark istheidentity of the name (which plaintiff shareswith many others).” Summary Judgment
Reply a 3n.2. Thefirg assartion attemptsto put too fine apoint on the third factor. Similarity of likeness
isto be consdered; identity (or a photograph) is not required. Downing, 265 F.3d at 1008. The second
assertion misstates the evidence. Thereis evidence, dbelt disputed, that the roman typeface used for the
name “Cecil McBeg’ by the defendant is very smilar to the typeface in which that name appears on the
cover of a1984 record dbum released by the plaintiff. Defendant’ s Second SMF | 21; Plaintiff’s Second
Responsive SMF 1 21, Plaintiff’s Second SMF 1 50, 54, 101;*° Defendant’ s Second Responsive SMF
11 50, 54, 101. Accordingly, the third factor may not be used to support summary judgment for the

defendant.

Defendant’ s First SMF) at 18-20. The objection isoverruled. The weight to be given to such testimony is, of course, not
amatter to be resolved in the context of amotion for summary judgment.

My reliance on this material from the plaintiff’ s statement of material facts requiresthat | rule on the defendant’ s motion
to exclude the testimony of George Hughes, which provides the record support for these paragraphs. The defendant
contends that Hughes' proposed testimony isirrelevant and lacks sufficient foundation. Defendant’sMotionin Limine
to Exclude Expert Testimony of George Hughes (Docket No. 93) at 5-6. The testimony cited above which providesthe
basisfor the cited paragraphs of the plaintiff’s statement of material factsis clearly relevant to the issuesbeforethecourt.
Determination of the question whether other opinionsto be offered by Hughes are relevant must await trial. Similarly, the
assertion that Hughes “simply lacks any relevant information about marketing in Japan,” id. at 6, the only reason
proffered by the defendant to support its contention that Hughes' testimony lacks sufficient foundation, has no bearing
on the opinions expressed in the cited paragraphs of the plaintiff’s statement of material facts. The motion to exclude
(continued on next page)
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With respect to the fourth factor, the defendant contends that there is no evidence of “actud
confuson.” Summary Judgment Reply at 2-3. Inthisregard, it bearsrepesting that thefactorsare used to
assess evidence of thelikelihood of confusion; actud confusonisnot required. Inany event, the plaintiff has
provided some evidence of actud confuson. Plaintiff’s Second SMF 9 86, 88, 97-99. The defendant
contendsthet these paragraphs are not evidence of actua confusion because the peopleinvolved only “had
questions in [their] mind[s]” or were only asking the plaintiff about any connection between him and the
defendant’ s products. Defendant’ s Second Responsive SMF 1186, 88, 97-99. However, merdly to ask
about such a connection demongtrates the possibility of confusion. The defendant’ s argument goes to the
weight of such evidence, which has been accepted as sufficient in other cases. E.g., Wendt v. Host Int’l,
Inc., 125 F.3d 806, 813 (9th Cir. 1997) (plaintiffs approached by individua swho commented on similarity
between plaintiffs and products at issue); Boston Athletic Ass' n v. Sullivan, 867 F.2d 22, 31 (1<t Cir.
1989) (shopper expressed surprise that shirt was not plantiff's “officd” shirt); Fleischmann Distilling
Corp. v. Maier Brewing Co., 314 F.2d 149,158 (9th Cir. 1963) (plaintiff’ s vice-president asked twice
“When did you people start making beer?’). It is sufficient for purposes of summary judgment here.

In discussing the sixth factor, the defendant assertsthat “[t]hereisahigh degree of purchaser care’
because the plaintiff’s Japanese fans are “very sophidticated and very aware of his career.” Summary
Judgment Reply a 3 n.2. However, this does not necessarily mean that the potentia purchasers of the
defendant’ s Cecil McBee merchandise, who arethe purchasersat issuewith respect to thisfactor, arelikely

to know that heisnot associated with those products. “A jury could reasonably find thet young consumers

Hughes' testimony isdenied. Of course, this does not mean that the defendant may not object to specific portions of
Hughes' testimony when and if it is offered at trial.
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are not likely to be particularly careful [about potentia endorsements] when purchasing . . . clothing.”
Downing, 265 F.3d a 1008. Thisfactor thus weighsin the plaintiff’ s favor.™*

Remaining for condderation arethefirst and second factors. Thereislittleevidenceinthesummary
judgment record concerning the leve of recognition of the plaintiff among the young women for whom the
defendant’s Cecil McBee products are intended, Defendant’s Second SMF | 8; Faintiff’s Second
Responsive SMF § 8 | doubt that a leve of such recognition may farly be inferred from evidence
concerning the generd leve of public recognition of the plaintiff in Japan, particularly given thefact thet the
evidence of histouring in Japan islimited tothe 1980s and 1990s. The evidence of the* relatedness’ of the
plantiff’'s fame or success to the defendant’s products is quite dim; the plaintiff does not mention any
evidence on this point in its memorandum but includes one paragraph in his second statement of materid
facts that might reasonably be construed to relate to this factor. Plaintiff’s Second SMIF 45. The
connection between the plaintiff and the use of the words “romantic’ and “bohemian” in the defendant’s
advertisng seems tenuous at best. | conclude that the first and second factors favor the defendant’s
position, on the showing made.

When the mgority of the Downing factorsweigh in the plaintiff’ sfavor, asthey do here, summary
judgment is not appropriate. Wendt, 125 F.3d at 812.

b. CountsVIII and IX.

Count V111 alegesviolation of 15 U.S.C. § 1125(c). Complaint §40. Count IX alegesviolation

of 10 M.R.SAA. 8§ 1510. Id. 145. The complaint refers to both statutes as anti-dilution satutes. The

defendant first contends that it is entitled to summary judgment on Count 1X because the Sate Satute it

" Because | do not rely on any of the evidence presented by the defendant based on the affidavit of Todd Holbrook,
(continued on next page)
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invokes was repeded “ more than 20 years’ ago. Second Summary Judgment Motion at 11. However,
anyonelooking for 10 M.R.S.A. 8 1510 in the Maine Revised Statutes Annotated would immediately lear
that it was repealed and replaced by 10 M.R.S.A. §1532. 10 M.R.S.A. Chapter 301; Disposition Table.
Thisinturn would lead the reader to 10 M.R.S.A. § 1530, which dlearly providesthe bassfor theplantiff’'s
clam. Thisoversght by plaintiff’s counsd, while certainly not to be condoned, does not provide areason
for the entry of summary judgment.

A more serious problem with both counts, not raised by the defendant, isthat each statute provides
only for injunctive relief. 15 U.S.C. 8§ 1125(c); 10 M.R.S.A. §1530. | have already recommended that
the court grant the defendant’ s motion to dismisswith respect to any demandsfor injunctive rdief under the
Lanham Act; that concluson meansthat Count V111 isno longer before the court. The court must address
this question with respect to the state statute sua sponte because it concerns the court’ s subject- matter
jurigdiction. In re Recticel Foam Corp., 859 F.2d 1000, 1002 (1st Cir. 1988). A federa court lacks
jurisdiction to impose injunctive relief concerning activitiesin aforeign country under a date satute. See
Cotto Waxo Co. v. Williams, 46 F.3d 790, 793 (8th Cir. 1995) (Commerce Clause of Congtitution
precludes application of state statute to commerce that takes place wholly outside of state's borders).

To the extent that Count 1X may reasonably be interpreted to seek injunctive reief barring the
defendant’ s diluting actions within the state of Maine, the defendant does not respond to the plaintiff’s
argument. Second Oppostion at 16-18. This court has interpreted the state statute to include forms of
trademark dilution based on confusion, “which iscontrolled by thefederd trademark infringement andys's,”

effect on goodwill and reputation and diminution in the uniqueness and individudity of the plantiff's

which evidence relates to the third, fourth and sixth Downing factors, Affidavit of Todd Holbrook (Docket No. 82), the
(continued on next page)
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trademark. Best Flavors, Inc. v. Mystic River Brewing Co., 886 F. Supp. 908, 918 (D. Me. 1995). My
congderation of the evidence of confusion with respect to Counts | and 11 therefore gppliesto this count as
well. Thedefendant isnot entitled to summary judgment on that portion of Count I X that addressesdilution

of his“trademark” within the sate of Maine.

c. Countslll and IV

Count 111 dleges invason of privacy and Count 1V dleges violaion of the right d publicity,
Complaint 1Y 28-34, both common-law clams. The defendant contends thet it is entitled to summary
judgment on these counts because the plaintiff cannot show that the defendant’ suse of hisnameispercaived
asreferring to him.  Second Summary Judgment Motion at 14-15.%

Under Mainelaw, aclaim of invasion of privacy based on commercia appropriation requires proof
that a name or likeness has been used for purposes of taking advantage of that individud’s reputation,
prestige or other vaue for purposesof publicity. Dempsey v. National Enquirer, 702 F. Supp. 927, 934
(D. Me. 1988). Thisdefinition does not require that anyone perceived the use of the plaintiff’s name as
referring to him; it does require proof that the use of hisnamewasfor the purpose of taking advantage of his
reputation or prestige. The plaintiff has submitted evidence, dbet disputed, that would alow areasonable
fectfinder to conclude that the defendant adopted the name Cecil M cBeeto take advantage of the plaintiff's

reputation or prestige in Japan — primarily concerning the plaintiff’ stoursand record salesin Jgpan around

plaintiff’s motion to strike that affidavit (Docket No. 102) is moot.

2 The defendant begins, Second Summary Judgment Motion at 14, with the Fourth Circuit' s definition of aclaim for false
light invasion of privacy under Maryland law, Campbell v. Lyon, 26 Fed. Appx. 183, 188 (4th Cir. 2001). The complaint
cannot reasonably be read to allege this type of invasion of privacy clam. Asthe plaintiff points out, Second Opposition
at 6, he has alleged invasion of privacy based on commercial appropriation under Mainelaw, atort which isdefinedin a
decision of this court.
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the time when the defendant began using the name. The defendant’ s arguments address the weight to be
given this evidence, Summary Judgment Reply at 6-7, which does not enter into the summary judgment
andyss.

With respect to the clam based on the right of publicity, the parties gpparently assume that such a
clamwould berecognized in Mane. My research haslocated no reported referenceto suchaclaminthe
opinions of the Maine Law Court.

A right of publicity daimissmilar to afdseadvertisngdaminthat it grantsa

celebrity theright to protect an economicinterest in hisor her name. However, a

right of publicity cdlam does differ from a fase advertisng daim in ore crucid

respect; aright of publicity clam does not require any evidence that a consumer

islikely to beconfused. All that aplaintiff must provein aright of publicity action

isthat she has apecuniary interest in her identity, and that her identity has been

commercidly exploited by a defendant.
Parks, 329 F.3d at 460 (citations omitted). Again, the claim as so defined does not require proof that
anyone perceived the defendant’s use of the name to refer to the plaintiff; it does require proof that the
plantiff’ sidentity has been commercidly exploited by the defendant. Whenthetestiscorrectly framed, itis
goparent that the plaintiff has submitted enough evidence to reach a jury on this clam, for the reasons
dready stated in connection with the invason-of-privacy dam. The defendant is not entitled to summary
judgment on Counts 111 and IV on the showing made.

d. Count VII

The remaining count of the complaint dleges unjust enrichment, a sate common-law dam.
Complaint 4 37-38. Under Maine law,

[tlo sustain a dam for unjust enrichment, a damant must etablish that it
conferred abenefit on the other party[,] that the other party had appreciation or
knowledge of the benefit and that the acceptance or retention of the benefit was

under such circumstances as to make it inequitable for it to retain the benefit
without payment of its vaue.
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Forrest Assocs. v. Passamaquoddy Tribe, 760 A.2d 1041, 1045-46 (Me. 2000) (citation and interna

punctuation omitted). The defendant contendsthat the plaintiff undertook no action that conferred abenefit
on the defendant, Summary Judgment Reply at 7, and that it istherefore entitled to summary judgment. The
plaintiff’ sresponse missestheimport of thisargument, asserting merdly that the defendant * ha{ d] knowledge
of Plaintiff and his name, but intentionaly appropriated it,” thereby deriving vaue. Second Opposition at
18. | agreethat this tort requires some action by the plaintiff that confers abenefit on the defendant. The
defendant’ s gppropriation of property of the plaintiff for purposes of financia gain does naot fit within the
definition of thetort. Thetort isdiscussed by theMaine Law Court as providing ameans of recovery inthe
absence of acontract. Forrest Assocs., 760 A.2d at 1046. That concern suggeststhe existence of some
relationship or contact between the parties, dthough there has been no explicit or implied meeting of the
minds. In this case, there was no relationship or contact between the parties before the defendant began

using the plaintiff’sname. Defendant’ s Second SMF 1/ 29; Plaintiff’ s Second Responsive SMF 1129. The
defendant is entitled to summary judgment on Count VII.

[11. Conclusion
For the foregoing reasons, (i) the Motion to Strike Defendant’s Local Rule 56 Statement of

Materid Factsin Support of Defendant’ s Motion for Summary Judgment on Subject Matter Jurisdiction

(Docket No. 104) is GRANTED:; (ii) thePaintiff sMation .. . to Strike the Fourth Declaration of Akio
Otsuka (Docket No. 103) isDENIED; (iii) the Defendant’ sMotionin Limineto Exlude Expert Testimony

of George Hughes (Docket No. 93) isDENIED for purposesof the motionsfor summary judgment only;

and (iv) the Mation . . . to Strike Affidavit of Todd Holbrook (Docket No. 102) is determined to be

MOOT. Inaddition, | recommend that (i) the Defendant’ sMotion to Dismissfor Lack of Subject-Matter
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Jurisdiction (Docket No. 73) be GRANTED asto dl damsfor injunctive relief under the Lanham Act,
and otherwise DENIED; (ii) the Defendant’s Mation for Summary Judgment on Res Judicata and
Collateral Estoppel (Docket No. 78) be DENIED; and (iii) the Defendant’s Mation for Summary
Judgment on the Merits be GRANTED asto Count V11 and that portion of Count IX that seeksrelief for

trademark dilution outsde the sate of Maine and otherwise DENIED.

NOTICE

A party may file objections to those specified portions of a magistrate judge’s report or
proposed findings or recommended decisions entered pursuant to 28 U.S.C. 8§ 636(b)(1)(B) for
which de novo review by the district court is sought, together with a supporting memorandum,
within ten (10) days after being served with a copy thereof. A responsive memorandum shall be
filed within ten (10) days after the filing of the objection.

Failuretofileatimely objection shall constitute awaiver of theright to de novo review by
the district court and to appeal the district court’s order.

Dated this 19th day of Augugt, 2004.

David M. Cohen

United States Magidtrate Judge
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