UNITED STATESDISTRICT COURT

DISTRICT OF MAINE

CECIL McBEE, )
)
Plaintiff )
)
V. ) Docket No. 02-198-P-C
)
DELICA CO.,LTD,, )
)
Defendant )

RECOMMENDED DECISION ON DEFENDANT'SMOTION FOR SUMMARY
JUDGMENT

The defendant, Ddlica Co., Ltd., moves for summary judgment an al counts of the plaintiff's

complaint on the ground of laches. | recommend that the court deny the motion.
I. Summary Judgment Standard

Summary judgment is appropriate only if the record shows*thet thereisno genuineissue asto any
materid fact and that the moving party is entitled to ajudgment asamatter of law.” Fed. R. Civ. P. 56(c).
“Inthis regard, ‘materid’ means that a contested fact has the potentid to change the outcome of the suit
under the governing law if the digpute over it is resolved favorably to the nonmovant. By like token,
‘genuineé meansthat ‘ the evidence about thefact is such that areasonable jury could resolve the point in
favor of thenonmoving party.”” Navarrov. Pfizer Corp., 261 F.3d 90, 93-94 (1st Cir. 2001) (quating

McCarthy v. Northwest Airlines, Inc., 56 F.3d 313, 315 (1st Cir. 1995)).



The party moving for summary judgment must demonstrate an absence of evidenceto support the
nonmoving party’s case. Celotex Corp. v. Catrett, 477 U.S. 317, 325 (1986). In determining whether
this burden is met, the court must view the record in the light most favorable to the nonmoving party and
givethat party the benefit of dl reasonableinferencesinitsfavor. Nicolov. Philip Morris, Inc., 201 F.3d
29, 33 (1« Cir. 2000). Once the moving party has made a preliminary showing that no genuine issue of
materid fact exigts, the nonmovant must * produce specific facts, in suitable evidentiary form, to esablishthe
presence of atridworthy issue” Triangle Trading Co. v. Robroy Indus., Inc., 200 F.3d 1, 2 (1st Cir.
1999) (citation and internd punctuation omitted); Fed. R. Civ. P. 56(e). “Asto any essentid factud
element of its clam on which the ronmovant would bear the burden of proof at trid, its falure to come
forward with sufficient evidence to generate atriaworthy issue warrants summary judgment to the moving
paty.” Inre Spigel, 260 F.3d 27, 31 (1t Cir. 2001) (citation and interna punctuation omitted).

Il. Factual Background

The statements of materid facts submitted by the parties pursuant to this court’s Locd Rule 56
include the following undisputed facts, gppropriately supported by references to the summary judgment
record.

Ddicaisinthe busness of sdling clothing in Japan under the name*“Cecil McBee” Loca Rule 56
Statement of Materid Facts in Support of Defendant’s Motion for Summary Judgment on Laches
(“Defendant’ s SMF’) (Docket No. 41) 1 1; Plaintiff’s Opposing Statement of Materid Facts Pursuant to
Loca Rule 56 (“Plaintiff’ sResponsve SMIF’) (Docket No. 48) 1. On January 17, 1996 the plaintiff sent
aletter to Delicademanding that Delicaceaseitsuse of thename* Cecil McBee” 1d. 2. Thecomplaintin
this action was filed on October 1, 2002. 1d. 13; Docket. In1996 Delicasold atota of over $20 million

worth of goods under the name “Cecil McBee” Defendant’s SMF ] 5; Plantiff’ s Respongve SMIF /5.



Between January 1, 1997 and December 31, 2001 Delicasold atota of over $280 million worth of goods
under the name “ Cecil McBeg” and spent over $1.1 million in advertisng such goods. Id. §6. 1n 2002
Ddicasold atota of over $110 million worth of goods under the name* Cecil McBeg” and spent over $1.3
million in advertiang such goods. Id. 7. From January 1, 2003 through August 31, 2003 Ddlicasold a
totd of over $78 million worth of goods under the name “Cecil McBeeg’ and spent over $300,000 in
advertisng such goods. 1d. 8.

At no time has the plaintiff authorized or permitted Ddlica to utilize his name in connection with
commercidization of services, products or stores. Plaintiff’s Additional Statement of Materid Facts
(“Pantiff’s SVIF") (included in Flaintiff’ s Responsve SMF, beginning at p. 2) 11; Local Rule 56 Reply
Statement of Materia Facts, etc. (* Defendant’ sResponsve SMF”) (Docket No. 51) 1 11. Dedlicagoplied
for regigration for the use of the name* Cecil McBeg’ in Japan in October 1984. 1d. §13; Third Affidavit
of Cecil McBee (Docket No. 49) 1 15. When he was firg informed in the fal of 1995 that Delica had
adopted the name Cecil McBeefor itsline of clothing, storesand products, he sought counsdl in Japan and
wrote Delica, directing it to cease and desst from the use of hisname. Plaintiff’s SMF §18; Defendant’s
Responsive SMF §18.* Dedlicadid not stop using the name Cecil M cBee after being notified to do so. 1d.

1119. Theplaintiff wasfirst informedinthefal of 1999 that Delicahad indtituted an gpplication to the Japan

! The defendant purports to admit “ receiving a cease and desist | etter from plaintiff’ s counsel in January 1996” but, asto
the remaining facts alleged in this paragraph of the plaintiff’s statement of material facts, “ cannot either admit or deny
these facts at thistime, as they concern information in plaintiff’s possession and Delicahas not yet [sic] the opportunity
to depose or seek other discovery on thisissue from plaintiff.” Defendant’s Responsive SMF §18. The defendant makes
the latter responseto all but nine of the nineteen paragraphs of the plaintiff’ s statement of material facts. Thisisnot an
acceptable response under this court’s Local Rule 56(d). Discovery in this case has been ongoing at least since August
22,2003. Amended Scheduling Order (Docket No. 37) at 1. If the defendant believed that it needed additional discovery
in order to be able to respond to the plaintiff’ s statement of material facts asrequired by Local Rule 56, it should have
sought a continuance pursuant to Fed. R. Civ. P. 56(f). No such motion wasfiled by the defendant; indeed, itmovedfora
stay of discovery until this motion wasresolved (Docket No. 39), amotion that was denied. Under the circumstances, al
paragraphs of the plaintiff’s statement of material facts to which this response has been made by the defendant will be
(continued on next page)



Patent Office for regidration of the English verdon of the name Cecil McBee. Id. 120. The plantiff
ingtituted an action before the Japan Patent Office to invaidate the regiiration obtained by Ddlicain the
year 2000. 1d. 122. Delica sprior registration of the name wasinvaidated by adecison dated February
28, 2002, but that decision wasreversed in December 2002 by the Tokyo High Court on Delica’ s apped.
Id. 1111 22, 26. DdicaopeneditsCecil McBeewebsitein April 2000 without the consent of the plaintiff. 1d.
1 24. Ddicadid not have an available agent for service of process within the United States prior to the
initiation of thissuit. 1d. 1128. Delica continues to use the plaintiff’s name without permission, consent or
authorization. Id. § 29.

The plaintiff regularly performed in Tokyo at least two yearsprior to Ddlica sadoption of the name
“Cecil McBee.” 1d. 112. Recordingsof theplaintiff’ sjazz music began to bereleased in 1974, after which
the plaintiff had substantia worldwide fame. Id. 1 14. The plaintiff released an dbum entitled “ Alternate
Spaces’ in 1977; the dbum cover design is virtudly identical to Delica's use of his name. 1d. { 15.
Individuds throughout Japan were aware of the plaintiff’s name as a noted jazz musician during his
performances in 1982 through 1984. 1d. §16. Ddica had exposure to the name Cecil McBee before
choosing that name for its company in 1984. 1d. 1 17.

[11. Discussion

The parties agree that the defendant in atrademark infringement case, such as this, Complaint

(Docket No. 1) at 1, may assert adefense of laches? under certain circumstances. Defendant’ sMotion for

Summary Judgment on Laches (“Mation™) (Docket No. 40) a 2; Plaintiff’ sMemorandum in Oppositionto

deemed admitted to the extent supported by the references given to the summary judgment record.

2«|_achesis applied when the omission to assert the right has continued for an unreasonable and unexplained |apse of
time, and under circumstances where the delay has been prejudicial to an adverse party, and whereit would beinequitable
to enforcetheright.” Glewv. Glew, 734 A.2d 676, 681 (Me. 1999) (citation and interna quotation marks omitted).



Defendant’ s Motion for Summary Judgment on Laches (“Opposition”) (Docket No. 47) at 2. Under the
Lanham Act, 15 U.S.C. § 1051 et seq., bothinjunctiverdief, 15 U.S.C. § 1116(a), and money damages,
15U.S.C. §1117(a), are available, but damages are specificaly made available* subject to the principles of
equity,” id. The equitable, affirmative defense of laches in this context is gpplied with reference to the
limitations period for the andogous action at law. Jarrow Formulas, Inc. v. Nutrition Now, Inc., 304
F.3d 829, 835 (9th Cir. 2002). The parties agreethat the analogousaction at law would be subject to the
gx-year datute of limitations imposed by 14 M.R.SA. § 752. Mation a 3; Oppodtiona 3. See
generally Conopco, Inc. v. Campbell Soup Co., 95 F.3d 187, 191-92 (2d Cir. 1996). AstheNinth
Circuit has noted:

If the plaintiff filed suit within the andogous limitations period, the strong

presumption isthat lachesisingpplicable. However, if suit isfiled outside of the

andogous limitations period, courts often have presumed that lachesis gpplicable.
Jarrow, 304 F.3d at 835-36 (citations omitted).

Here, Delica contends that the Six-year period began to run when the plaintiff’ s attorney sent the
cease-and-desist letter in 1996, morethan Six yearsbefore the complaint in thisaction wasfiled. Motion a
4. The plaintiff responds that the statute of limitations has not run because Delica “was absent from the
State of Maine and not subject to service of processin the State until 2002,” citing 14 M.R.SA. § 866.
Oppostionat 3. Itisnot necessary to consder the plaintiff’ sdubiousreading of thelatter statute, however,
because, assuming ar guendo that the Sx-year period hasrun, Ddicaisnot entitled to invokethe affirmative
defense under Firgt Circuit precedent on the showing made in the parties’ statements of materid facts.

InBaker v. Smmons Co., 307 F.2d 458 (1st Cir. 1962), an action for trademark infringement and
unfair competition, the court held that the evidence established “acd culatedly ddiberate attempt to tradeon

anamewe| known in the market place,” id. at 459, 466. Inthe summer of 1951 the plaintiff’ sattorneys



sent notice of infringement to the defendants, which wasignored. 1d. at 466 n.4. The plantiff then beganto
monitor the activities of the defendants and, in 1952, cooperated with a Federd Trade Commisson
investigation which led to a 1952 cease and desist order againgt the defendants. The plaintiff successully
opposed the defendants application for regigration of the name at issue in a patent office proceeding in
1957-58. 1d. Thesuit wasinitiated on October 10, 1958. Id. a 460. The court held that [acheswas not
avallable as an affirmative defense under the circumstances.

It may well be true that plantiff could have acted with more expedition in

indtituting the present suit but in view of defendants caculated design to trade

upon plantiff’s reputetion . . . we do not believe that he is in any podtion to

invoke the defense of |aches.
Id. at 466 n.4. Intheingtant case, asmilar period of time expired between the ddlivery of the cease-and-
desst letter and thefiling of thecomplaint. The plaintiff has offered evidence that would alow areasonable
factfinder to conclude that Ddlica evinced a*caculated design to trade upon [his] reputation.” Plaintiff’'s
SMF 111 12-17. Nothing more is necessary to conclude that Delicais not entitled to invoke laches as a
basisfor summary judgment. Seealso Hermes|nt'| v. Lederer de ParisFifth Ave, Inc., 219 F.3d 104,
107 (2d Cir. 2000) (“laches is not a defense againgt injunctive relief when the defendant intended the
infringement”); Harley-Davidson, Inc. v. Estate of O’ Connell, 13 F.Supp.2d 271, 279 (N.D.N.Y.
1998) (“laches may not be wsed to shield a party from the consequences of conduct it knows to be
wrongful”).

IV. Conclusion

% See also Tisch Hotels, Inc. v. Americana Inn, Inc., 350 F.2d 609, 615 (7th Cir. 1965) (“It may be that in this case
defendants thought they had the legal right to adopt and use plaintiffs’ name. Even so, they acted at their peril in doing
s0, and further acted at their peril in continuing to use the name inthe face of ademand to cease.”).



For the foregoing reasons, | recommend that the defendant’ s motion for summary judgment be
DENIED.
NOTICE
A party may file objections to those specified portions of a magistrate judge’ s report or
proposed findings or recommended decisions entered pursuant to 28 U.S.C. 8§ 636(b)(1)(B) for
which de novo review by the district court is sought, together with a supporting memorandum,
within ten (10) days after being served with a copy thereof. A responsive memorandum shall be

filed within ten (10) days after thefiling of the objection.

Failuretofileatimely objection shall constitute awaiver of theright to de novo review by
the district court and to appeal the district court’s order.

Dated this 10th day of November, 2003.

David M. Cohen

United States Magistrate Judge
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